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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

THE VERMONT TEDDY BEAR
COMPANY. INC.,

Oppose

e gt i

L)
S

Opposiion Na. DILIS198

BLAT-ACBEAR WORKSHOP, INC., )

Applicant, ¥

REPLY IN FERTHER SUPPORT OF OPPOSER’S
REQUEST FOR RECONSIDERATION

. INTRODUCTION

This Reply is presented Lo reply to Applicant’s Opposition o Opposer’s Reguest for
Feconsideration of the Beard s grant of summary judgment 0 Buitd-A-Bear Weorkshap, Ineom
the above-captioned Opposition proceeding, to elarify ihe ssucs raised in Vermond's Request for

i

Feconsideration and © reb

$ the arguments set forth 1 Bodd-A-Bear’s Oppositio,
There is no provision in the Trademark Rules of Practice for the {ihng of Reply Bricts on
Motions, TRMP ¢ S02.03. On the other hand, they are oot cxpressly prohibited. 7d TV a Reply

Briefis zoing to be filed, the Trademark Trial and Appea! Board (the Board}

“within 15 days from the dale of service of the paper to which the Srief responds (20 days il

L1
o
po3

vice of the paper o which the brief respends was made by first-class mail L 7p Ao Here, the
saper 10 which this reply responds was filed on Febraary 4, 2003, and served via first class nuail.
Tlius, under the guideline set fosth fn TBMP § 30203, it should be filed on or before Febrary

24, 2003, This Reply Brief was filed using the BSTTA on February 13, 2003, On February 14,



2003, the undersigned, Counsel to Opposcer, The Vermont Teddy Bear Compary, fne.

¥

{(Vermont), lefl ¢ votce mail mossaze with nterlocuwsory Attarney, Thomas Wellington, alosming

i that 2 Reply Brief would shortly be Qled by Vermoot, and requesting that any decision on
Wermont's pending Motion be postponed unitl yeceipl of this Briel,
H,  ARGUMENT

A, Background

in opposing Vermont’s Request for Reconsideration, Applicant, Build-A-Bear Workshop,
Ine. (Bulld-A-BBear), appears to have lost sight of the fact that Build-A-Bear, not Vermont,
moved for Summary Judoment and on a ground chosen by Buld-A-Bear with o input from
Veormons, After Build-A-Bear's Motion for Summary JTudgment { Busid-A-Bear's Motion] was

7 a0

fited on fune 15, 2004, (paper nos. 32-34), the Board ssued an Order on June §7, 2004, (papor

)

L]

), sispending the proceedings for any issues not germane o the tssues raised m Buiid-A-

10, 3

1erie sssue, mamely, that, alle;

=

Bear's Motion, Build-A-Bear's Monon 1s divected 1o 8 si
SVTE's alleed wse of a heart is merely ornamental and, therefore, insufficient as a raatter of law
tor sspport s oppositon.” Bulld-A-Beas Motion gt L. Thus, purswsant to the Board’s Chader of
June 17, 2004, the only jasue thas Vermont seas permited to address anul such tise as Build-A-
Wear's Motion was decided was the issee ol whethes Veormont's raark 1s o1 13 not ormamental.

The remaising jssues addressed in Vermont's Noftee of Opposition {Vermaont’s Noteg) were not

permiiled o he addressed.

B. Vermont’s Remaining Claims were not Lnpleaded

Buiid-A-Bear's allegation thal Vermont is attemapging to asserl unpleaded claims is just

plain [aise. fn Vermont’s Notice, paragraphs 13 and 14 clearly stated those facts, koowin at thal



Hoe to Vermont, that Build-A-Bear s CEO Maxine Clark signed a declaration that on
information and heliel was signed with knowledge of s fulsity wlhen it was signed, Vermont's
Notice at $13-14 Vermont's Reguest for Consideration {Vermont’s Reqguest) at 2-30 Daring the
deposition of Ms. Clark on June 22, 2004, five days alter cotry of the Board’s Suspension Order,
additional fucts beeame known for the frst time that led Vermens to the concluston that a fraud

2

tiad heen commitied on the part of Build-A-Bear, The details of this atleged frand ave set forth
on pages 2-4 0f Vermonls Bequest

Opposition provesdings are sovered by the Federal Rules of Civil Procedure, TEBMP §
10502, 37 CFR S 2.1 160ah FPed RO Po 8 Yareguires an aliceation of framd 1o he “staled
with particelarity.” Had Vermont made ancout and out aflegation of fraud in Vermont's Notice.
witheut particular facts knowa 1o support i, 1t {3 all but certain that Build-A-Bear would have
aromptly filed a Motion to Strike that pleading. Thus, it is disingenuous of Build-A-Bear o now

slleoe that Vermord attempls to assert impleaded claims where it was Build-A-Bear that fifed the

Sation for Sunumary Judsment hefore the facts coulid be ascertained as toowhether s fraud had

55

1 oommited.

43

Further, in this regard, the Board is veminded of Buitd-A-Bear’s aggressive etfori 1o

shicld Ms, Clark from having to attend & deposition. During a telephone conference on June 14,
2004, between the Interlocutory Atlomey and Counsels 1o the partivs, Build-A-Bear reguested
“iqat the Board immediately suspead progesdings, including the Rule Mihj(a}) deposition” of

we Clark. The Board's Ovder of June 17, 20040 paper no. 353, at 2.7 MNow, Buld-A-Bear wants

M is noted that the Roard™s Order inadvertently reverses the wdentifios of the g
identifving Wermant as the Applicant and Build-A-Tear as the Opposcr. However, -w}*-m the
identitics of the parties is apy [fq‘br'iﬂtn:ﬂ}f corvected, the inport of Build- A-Bear’s position is cloar
they atiempted to employ the filing of their Motion for Summary Sudyment o shield Ms, Clark
from heving to he deposad,

s naries,

[



to have s cake and cat it oo, Having failed to shield #ts CEOQ from being deposad, 1t now wanis
1o preclude @ hearing concersing the fruits of tha deposition.

. Pacts Supperting Verment's Fraud Claim did not come 1o light
until after the Order of Suspension was bintered

On page 12 of Build-A-Bear's Opposition, Build-A-Bear poings oul that in Vesmon's

Response to the Motton S Summary Judgment (Venmont's Responsel, Vermont did not make

Lo

ot 2 frand claim, and uses this glieged onussion a idence that Vermmont should not b

permitted w bring such a claim now, Again. as Build-A-Bear well knows, the evidence of the
fraud elaim did not come o Heht wnti] afler (he Board™s Suspension Crder of June 17, 2004, The
{estes raised By Build-A-Bear i their Motion for Sunsary Indgment do not include & fraud
claing, Thus, under e Order of Suspension ol June 17, 2004, Vermornt wag not permiited o

raise the raud lssue wnlil the ssucs raised by Buld-A-Bear In their Maotion for Susunary

onl were resobved by the Board.

o
=
T
i

3%

I

Relianes by Build-A-Bear on Levi Strguss & Coo v £ Joseplis Sportawear, I, 36
LSPO2d 1328, 1329 (TTAS 19943 to support Build-A-Bear’s posilion is misplaced, i tha
case, the Board relised to permit the Opposer to add a section 2(d) elalm after the Oppuosiiion
was dismissed. Venmont s unawasy of any requirement of te Foderal Rules or of Chaprer 2 of
Tisie 37 ol the Code of Federal Regulations to plead a section 2(d) clsim with the particufanty
reguaired ol a traud claim in Fed ROl P %ay. Thus, fallore to do so monginaily filed pleadings
is 2 commletely different and von-analngons issue than the jssue before the Board, w wit. whether

a pleading, alleging that & declaration in a tradenark apphication signed with slieged knewledge

of its falsity may he amended to allege fraud, where the particular facts supporting the fraud
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BuildeA-Rear to use the extensive lime period dusing which settlement negotiations took place
as a veason o dewy Vermont's Motion.
I Vermeont®s Motion, Verntont makes ¢lear thast it reserves the right to appeal the Board’s

deeizion on the issue of oraamenlality, Vermont's Motion at 2, Fnl. Vermont makes 3t equally

clear that the purpose for Vermont’s Motion is not we directly dispute the Board's CESLOTE 011

ornamentalive, but rather to dispute that that decision should result it iotal terinstion of the

Opposition procecding. B Venmont’s Notice, Vermont clearly pleaded, i pavagraphs 13, $d and

N

16, issucs bovond thase decided by the Board in the Order of December 17, 2004, paper no. 43,

F.  Vermont’s Frapd Claim iy not Precluded by the Board’s Decision

Build-A-Bear argues shat the Board's dession that Vormoes bas o trademark 5

preciudes Vermont’s frand clainy as a ostier of Jaw. Build-A-Bear's Opposition &t 1415, in
support of this assestion, Boild-A-Bear argues that one of the elements Vermaont seust plead and
prvee s dhat Vermamt “had legal trademark tights superior to BARBW s rights, Chald-A-Bea's
Opposition at 14, I response, a5 pointed outin Vemmant's Request, deseriptive nse hy a
petitioner o even thisd party use 5 sufficlent Lo defvat a clam of exclusive use reg utved for

Build-A-Benr e he ahle to reg saled mark, Vermont's Regoest at B amd Perma Coram

¢ Do v Procs Mduseries, Ll D3 VSPOI 1134, 1136 (TTAR 1992) MeCorth on
Trademaris and Uinfair Competition, § 20:80, page 20-138 and Moore Business Forms, fac. v

Cosding-Forms, Do, B USPG2d 1907 (CTTAB L8R,

1L CONCLUSION

For the reasons sot forth above, io conjunction with those seasons set forth in Vermont's

Mation, it is respeetfuly requested that Verment s Motion be granted and hat the Opposittion be



i

16 of Vormnnt's Noties.

[

reinstated to adjudicate the issues identified in paragraphs 33, 14 ams
As requested iy Vermont’s Motion, the Board s requested to yrani leave to amend the hoties af
Opposition. if necessary, 1o clasify the spoeific grounds of opposition set [orthin paragraphs 13,
14 and 16 of Vermuont's Notice,

Respectfully submitted,

11 JAY SPIREGEL & ASSOCIATES, PO

HOTAY SPIEGEL & ASSOCIATES VM. ey Spiegel

Py Box 1] Py H.3AY SPIEGEL

Sount Vernon, VA0 22128 Registratinn No. 30,722

(7036190301 - Phong Adtornsy for Opponser, The Yermons Teddy
(703) 619-0101 - Facsimide Bear Company, Inc.
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INTHE UNITED STATES PATENT AND TRADEMARK OIFI1CE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

THE VERMONT TEDDY BEAR
COMPANY, INC.,

Ogppaser,
)

V. ) Cpposition Ne, 91HEATHR
)
BUILD-A-BEAR WORKSHOP, INC., 3
Applicant. }

CERTIFICATE OF SERVICE

Honovelle Comnmvssioner Tor Trademarls
PO Box 1451
Afexandria, Virginia 22313-1453

Sir

I herehy cornfy thal @ true copy of the forcgoing REPLY IN FURTHER SUPPORT OF

OPPOSER’S BEOQUEST FOR RECONSIDERATION was scyved by First Class Mall, postage

prepaid, this 13 day of Febraary, 2005, on the following Aliomey for Applivant:
Macheile W Alvew, Bsquare
BLACKWELL SANDERS PEPER MARTIN
F20 Obive Stres, Swite 2401
SL Louis, MO 631123580

DATEDY:  Fehruary 15, 2005 Respectiully submitted,

FLJAY SPEGED & ASSOUIATES

SHL Fav Spieeeld
H.IAY SPIEGEL & ASSOCIATES 1L Jav Speget
Py Box 11 Adtorney tor Opposay
Moant Vernon, VA 22121 THE VERMONT TERDY BEAR COMPANY,
(7035030101 - Phone INC.
{703y A19-00 14 - [racsinle Regstration No, L7232




